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DETAILED ACTION 

1 . This office action is in response to U.S. Application No. 1 0549293 filed on 9/1 6/2005 . 

2. Claims 1-8 are pending. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Objections 

4. Claims 1-4 and 8 are objected to because of the following informalities: the claim 
language recites "an uncopiable manner". The examiner understands this to mean the use of 
SecuROM™, or similar copy protection mechanism. The applicant is reminded that SecuROM™ 
has been bypassed before, and there is not enough creditable information to believe there will 
ever be "an uncopiable manner". Appropriate correction is required. 

5. Claim 8 is objected to because of the following informalities: the language of Claim 8 
can be understood, but it is poorly worded. Especially the sentence, "An information processing 
method of an information processing apparatus into which apparatus an information recording 
medium on which a first execution file is recorded in a uncopiable manner is inserted". 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 also recites "... and said first execution file is executed ... into an 
information processing apparatus.". This is descriptive language to disclose the process of 
using the first execution file, constituting a process claim. An "information recording 
medium" is a product claim, and it is unclear whether the applicant intends to claim the 
product or claim the process. The examiner will interpret this to be a product claim for 
the purpose of examination. 

As for Claims 2-3, see discussion of Claim 1 above. 

Concerning Claim 4, see discussion of Claim 1 above. Claim 4 also recites 
"encrypting signature information.". It is unclear whether this means encrypting portion 
of the content or producing a digital signature. The examiner will interpret this to mean 
digital signature for the purpose of examination. 

Claim 5 recites ". . . when said information recording medium is inserted.". This is 
indefinite language since the information recording medium can be inserted in a myriad 
of ways. The examiner will interpret this to mean "inserted into the apparatus" for the 
purpose of examination. 

As for Claim 6, see above discussion of Claim 5. 

Concerning Claim 7, see above discussion of Claim 5. Claim 7 also recites 
"encrypting signature information.". It is unclear whether this means encrypting portion 
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of the content or producing a digital signature. The examiner will interpret this to mean 
digital signature for the purpose of examination. 

Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and use fill improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. 

In order for a method to be considered a "process" under §101, a claimed process 
must either: (1) be tied to another statutory class (such as a particular apparatus) or (2) 
transform underlying subject matter (such as an article or materials). Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. 
Benson, 409 U.S. 63, 70 (1972). If neither of these requirements is met by the claim, the 
method is not a patent eligible process under §101 and is non-statutory subject matter. 
Claim 1 recites method steps of performing the disclosed invention, but the method does 
not substantially refer to another statutory class. A nominal reference to an information 
recording medium is insufficient tie. 

Claims 2-4 depend from claim 1, and are rejected since they do not introduce 
another statutory class. 
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As to Claims 5, 7, and 8, see the discussion above about 35 USC § 101. These 
claims, likewise, do not recite a substantive tie to another statutory class in the body of 
the claim. 



Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Aucsmith, U.S. 
Patent No. 5,915,018. 

Concerning Claim 1, Aucsmith discloses the invention as claimed, providing a 
method to secure distribution and management of cryptographic keys, comprising: 

an information recording medium (i.e. DVD, see Abstract); 

a first execution file (i.e. second portion 304, see Column 6, Lines 19-20); 

recorded in a uncopiable manner (i.e. copy protection scheme, see Abstract, note 
the examiner has interpreted "uncopiable" to mean "copy protection process"); 

performing an authentication process (i.e. public key, see Column 4, Lines 24-26) 
with a second execution file (i.e. video controller 210, see Column 5, Lines 26-29); 

obtaining unique key information unique to first execution file (i.e. second key, 
see Column 8, Claim 12); 
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transmitting said unique key information to a second execution file (i.e. 
communication to video controller, see Column 9, Claim 15(c)); 

and said first execution file is executed when information recording medium is 
inserted into an information processing apparatus (i.e. step 402, see Column 6, Lines 55- 
59). 

Concerning Claim 2, see the discussion of Claim 1 above. Aucsmith also teaches 
a process to encrypt data for unique key information to be used to encrypt encryption key 
information for encrypting a content (i.e. method for producing secure content, see 
Column 8, Claim 9). 

Concerning Claim 3, see the discussion of Claims 1 and 2 above. Aucsmith also 
teaches to record encrypted content onto said information recording medium (i.e. writing 
to disc, see Column 8, Claim 8). 

Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aucsmith in view 
of Gruse et al., U.S. Patent No. 6,389,538. 

Concerning Claim 4, Aucsmith discloses the invention substantially claimed, see 
the discussion of Claims 1-3 above. Aucsmith also disclose a process to decrypt 
encrypted content (i.e. decrypting the content key, sec Aucsmith, Column 9, Claim 15), 
and the process of decrypting inherently implies the authenticity of the content that is 
encrypted (i.e. authentication process, see discussion of Claim 1 above). Aucsmith does 
not explicitly teach the method to encrypt signature information. Gruse teaches the use of 
public key infrastructure as a digital signature (i.e. digital signature, see Gruse, Column 6, 
Lines 52-62). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to combine Aucsmith and Gruse to encrypt and decrypt digital signature 
because the use of smaller sized digital signatures is more efficient to process. 

14. Claims 5-6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Aucsmith in view of Ishibashi et al., U.S. Patent No. 7,353,541. 

As to Claim 5, Aucsmith teaches all the limitations (see discussion for rejection 
of claims 1-4 under 35 USC § 102 above) except the means for reproducing content. 
Ishibashi discloses a recording and reproducing apparatus (see Ishibashi, Column 7, 
Lines 1 1-26, and further see Column 7 Line 27 through Column 8 Line 9). It would have 
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been obvious for one of ordinary skill in the art at the time of the invention to modify 
Aucsmith in view of Ishibashi to establish a reproduction process because there is an 
increase in efficiency working through local copies of a content. 

As to Claim 6, see discussions of Claims 3 and 5 above. 

As to Claim 8, see discussion of Claim 5 above. 

15. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aucsmith in view 
of Gruse et al. as applied to Claim 4 above, and further in view of Ishibashi et al, U.S. Patent 
No. 7,353,541. 

As to Claim 7, see discussions of Claims 4 and 6 above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Garfinkel describes in paragraphs 9-10 of "Public key cryptography" the concept of 
public key encryption also used for authentication. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EMILE SU whose telephone number is (571)270-7040. The 
examiner can normally be reached on Monday - Friday, 8:00 a.m. - 5:00 p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CHARLES R. KYLE can be reached on (571) 272-6746. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/EMILE SU/ 
Examiner, Art Unit 4156 
July 22, 2008 



/Charles R. Kyle/ 

Supervisory Patent Examiner, Art Unit 4156 



